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Office Action Summary 
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Examiner 
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Period for Rep^^ ° ATE ° f communication a PP ears on the cover sheet with the correspondence address ~ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTHfS) FROM 
THE MAILING DATE OF THIS COMMUNICATION 1 ' 

" .nnoevent, h oweve r , mayar epl yb eti m el y n,ed 
* II NO npr'inH for I**? ^ x 18 Ie ? S ^ thirty (30) days ' a within the statutor y mini ™" °' thirty (30) days will be considered timelv 

Status 

1)13 Responsive to communication(s) filed on 07 October 2002 . 
2a)__ This action is FINAL. 2b)Q This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
closed in accordance with the practice under Ex parte Quayle, 1 935 C D 1 453 O G 213 

Disposition of Claims .*.««.«.,_._. 

4) __ Claim(s) ____ is/are pending in the application. 
4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) __ Claim(s) M8 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing® filed on is/are. a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

11) D The proposed drawing correction filed on is: a)D approved b)Q disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner, 
riority under 35 U.S.C. §§119 and 120 

1 3) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)DAII b)D Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. 

3. D Copies of the certified copies of the priority documents have been received in this National Staqe 
application from the International Bureau (PCT Rule 1 7.2(a)) 

* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application), 
a) □ The translation of the foreign language provisional application has been received. 

15) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
Attachtnent(s) 

J!R M? e ° f f n ef r nCeSCited(PTO " 892) 4)D 'nterviewSummary(PTO-413)PaperNo(s). . 

2 U Notice of Draftsperson s Patent Drawing Review (PTO-948) 5 ) □ Notice of Informal Patent Application (PTO-IS^T 

3) |_J Information Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other: 

U.S. Patent and Trademark Office ' ' ■ . 

PTO-326 (Rev. 04-01 ) Office Action Summary Part of Paper No . 20 
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DETAILED ACTION 

Applicant's arguments filed 10/7/02 have been fully considered but they are not 
persuasive. 

The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

Claim Rejections - 35 USC §112 

Claims 1-18 are rejected under 35 U.S.C. 1 12, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor(s), at the time the application was filed, had 
possession of the claimed invention. This is a new matter rejection. 

Applicant has amended claims 1 and 10 to recite "to quantitation data." Applicant has 
not pointed out basis in the specification for this limitation and none is apparent. While 
applicant's arguments concern microarray image quantitation versus evaluating each pixel, the 
specification does not appear to discuss this topic nor does this amendment to the claims convey 
the concept set forth in applicant's arguments regarding reduction of data. 

Applicant is requested to point to page and line number in support of the "to quantitation 
data" limitation. 

Claim Rejections - 35 USC §103 

Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over either of 
Trulson et al. (U.S. Patent No. 5, 578,832) or Brown et al. (U.S. Patent No. 5,807,522) in view of 
Ginestet (U.S. Patent No. 6,225,636) 

This rejection is maintained for reasons of record. 



Application/Control Number: 09/3 54,500 Page 
Art Unit: 1631 

Applicant's arguments focus on the specific tissue imaging technique of Ginestet. 
However, Ginestet is relied upon to establish that those of ordinary skill in the art would have 
known how to perform the matrix algebra for the correction factors from three or more pure dye 
spots. In combining the teachings of the references, those of ordinary skill in the art would have 
imaged the microarrays or chips as taught by Trulson et al. and/or Brown and thus would still 
meet the new "quantitation" limitation. While acknowledging applicant's arguments that this 
limitation distinguishes over the prior art, the claim amendment does not appear to exclude the 
image analysis of Trulson et al. and/or Brown. 

Again, Trulson et al. and Brown et al. establish that use of fluorescent dyes with cross- 
talk correction would have been well known to those of ordinary skill in the art. One would have 
been motivated to use matrix algebra for the correction factors as disclosed by Ginestet. Trulson 
et al. explicitly suggests using more than two dyes. 

Claims 1-18 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

It cannot be determined from the specification what the metes and bounds of 
"quantitation data" are. There does not appear to be a discussion or definition of what was 
intended to be encompassed or excluded. 
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Conclusion 



Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 



A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marianne P. Allen whose telephone number is 703-308-0666. 
The examiner can normally be reached on Monday-Friday, 7:00 am - 1 :00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on 703-308-4028. The fax phone numbers for 
the organization where this application or proceeding is assigned are 703-305-3014 for regular 
communications and 703-305-3014 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number k703-3p8-0196. * 



Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 




Marianne P. Allen 
Primary Examiner 
Art Unit 1631 
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December 23, 2002 



